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DETAILED ACTION 

1 . Applicant's arguments filed 07/22/2009 have been fully considered but they are 
not persuasive. No amendments to the claims have been filed. The previous rejections 
are maintained and are restated below in order to more full set forth the grounds of 
rejection. 

Information Disclosure Statement 

2. The information disclosure statement filed 08/24/2006 fails to comply with 37 
CFR 1 .98(a)(3) because it does not include a concise explanation of the relevance, as it 
is presently understood by the individual designated in 37 CFR 1 .56(c) most 
knowledgeable about the content of the information, of each patent listed that is not in 
the English language. It has been placed in the application file, but the information 
referred to therein has not been considered. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claims 1-6, 8, 14-18 and 20 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Worschech et al. (US 3,875,069) (referred to as '069) in view of 

Worschech et al. (4,637,887) (referred to as '887) 

Regarding Claims 1-3: 

Worschech et al. discloses a lubricant composition for thermoplastic processing 

comprising (Abstract): 

a) at least one natural fat and oil ('069 C8 L35-45: cotton seed oil which will 
intrinsically possess an iodine number overlapping the claimed ranges) Worschech also 
discloses the natural oil may be hardened castor oil (C8 L43-47) 

b) at least one lubricant different from the natural fat and/or oil of component (a). 
('069 C3 L1-22 mixed esters) 

Worschech discloses the saturation of the long chained monocarboxylic acids 
affect the physical consistency of the product at room temperature and discloses that a 
monocarboxylic acid component saturated aliphatic monocarboxylic acid is solid while 
unsaturated are oil liquids at room temperature. ('069 C6 L31-51). 

Worschech et al. does not expressly disclose the iodine value below 10, or below 
8, or between 0.1 and 5. 

Worschech et al. '887 discloses a lubricant for a vinyl chloride polymer which 
contains triglycerides containing hydroxy fatty acid resides of natural fats and oils such 
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as olive oil, linseed oil, palm oil, lard oil, herring oil, soybean oil, tallow and rapeseed oil 
and preferably their mixtures. ('887 C1 L65-C2 L2). Worschech et al. discloses the 
natural oils are selectively hydrogenated by first epoxidizing them and then 
hydrogenating them to open the epoxy rings. (C2 L4-22) Worschech et al. also 
discloses the use of a hydroxyl fatty acid residue formed from rapeseed oil as it has an 
iodine number less than or equal to 5. Worschech et al. discloses hydrogenated 
rapeseed oil, soybean oil and tallow all having iodine numbers less than or equal to 5 
(C3 L65-C4 L12) 

Worschech '887 discloses the availability of natural castor oil and hardened 
castor oil is subject to fluctuation and a substitute is needed (C1 L30-42). Worschech 
'887 compares the hydrogenated oils to hardened castor oil and shows they may 
substitute for natural castor oil or hardened castor oil (C4 L Worschech '887 discloses 
that its composition is suitable for thermoplastic molding. (C3 L45-47). 

It would have been obvious to a person having ordinary skill in the art at the time 
of invention to use the rapeseed oil composition of Worschech et al. '887 having an 
iodine number of less than or equal to 5 in place of the natural or hardened castor oil of 
Worschech '069 as it is a suitable substitute for castor oil, is suitable for use in 
thermoplastic lubricants and is not in short supply. 
Regarding Claims 4 and 5: 

Modified Worschech '069 discloses the limitations set forth above which are 
incorporated herein. 
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Modified Worschech '069 discloses the components (a) to (b) mixed esters are 
present in a ratio by weight of 1:3 to 9:1 (i.e. 10:30 to 90:10) thus overlapping the 
claimed ratio range of 20:80 to 80:20 and 40:60 to 60:40. (C3 L20-22) See MPEP 
2144.05(1): "In the case where the claimed ranges "overlap or lie inside ranges 
disclosed by the prior art" a prima facie case of obviousness exists. In re Wertheim, 541 
F.2d 257, 191 USPQ 90 (CCPA 1976);" 
Regarding Claim 6. 

Modified Worschech '069 discloses the limitations set forth above which are 
incorporated herein. Worschech also discloses the lubricant component (b) is selected 
from the group consisting of fatty acid esters of fatty alcohols, dicarboxylic acid esters of 
fatty alcohols and polyol fatty acid esters. (C3 L1-21) and (C6 L61-65) 
Regarding Claim 8. 

Modified Worschech '069 discloses the limitations set forth above which are 
incorporated herein. Worschech also discloses the lubricant composition wherein 
component (b) comprises distearyl phthalate. (C7 L49-50). 
Regarding Claims 14-15: 

Modified Worschech '069 discloses the limitations set forth above which are 
incorporated herein. Worschech also discloses the use of natural fats and oils with 
iodine values below 10 as lubricants with internal and external lubricant properties for 
thermoplastics, preferably for polar plastics. (Worschech '069 C2 L30-34 wherein the 
composition is used in the shaping of thermoplastic material and C9 L25-50 where it is 
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incorporated into the thermoplastic material) and (Worschech '069 C2 L55-60 wherein 
the composition is incorporated in the thermoplastic material) 
Regarding Claims 16, 17. 18 and 20 

Rejections to claims 1 , 4 and 6 are expressly incorporated herein. 

Modified Worschech '069 discloses the limitations set forth above which are 
incorporated herein. Modified Worschech also discloses the method for processing 
thermoplastics comprising the steps of incorporating into a thermoplastic polymer a 
lubricant composition comprising: (a) at least one natural fats or oils with iodine values 
below 10 and at least one lubricant different from the natural fat and/or oil of component 
(a) ('069 C3 L1-22 mixed esters) and processing the thermoplastic polymer, preferably 
polar plastics. (Worschech '069 C2 L30-34 wherein the composition is used in the 
shaping of thermoplastic material and C9 L25-50 wherein the materials are added to the 
thermoplastic materials and then the plastic is shaped in any known manner) and 
(Worschech '069 C2 L55-60 wherein the composition is incorporated in the 
thermoplastic material). 

6. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Worschech et al. (US 3,875,069) (referred to as '069) in view of Worschech et al. 
(4,637,887) (referred to as '887 as applied to claim 1 above, and further in view of 
Haack etal. (US 5,889,102) 
Regarding Claim 9. 

Modified Worschech '069 discloses the limitations set forth above which are 
incorporated herein. Worschech also discloses the particularly suitable as mixed esters 
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are those based on pentaerythrite and stearic acid. (C4 L19-20) (C6 L7 discloses 
dipentaerythrite) 

Modified Worschech '069 does not expressly disclose the lubricant combinations 
wherein component (b) comprises pentaerythritol tetrastearate. 

Haack discloses that pentaerythritol tetrastearate is a known lubricant for use in 
combination with other lubricants for use with plastics. (C1 L30-50) 

It would have been obvious to a person having ordinary skill in the art at the time 
of invention to use the pentaerythritol tetrastearate of Haack as a lubricant component 
in Modified Worschech '069 as Haack discloses said lubricant is suitable for use in 
lubricant mixtures for use with plastics and Modified Worschech '069 already 
contemplates lubricant components of dipentaerythritol and stearic acid. 
7. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Worschech et al. (US 3,875,069) (referred to as '069) in view of Worschech et al. 
(4,637,887) (referred to as '887aas applied to claim 1 above, and further in view of Dohi 
et al. (US 2004/001 4861 A1) 
Regarding Claim 10. 

Modified Worschech '069 discloses the limitations set forth above which are 
incorporated herein. Worschech also discloses the particularly suitable as mixed 
esters are those based on pentaerythrite and stearic acid. (C4 L19-20) (C6 L7 
discloses dipentaerythrite) 

Modified Worschech '069 does not expressly disclose the lubricant combinations 
wherein component (b) comprises dipentaerythritol hexastearate. 
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Dohi et al. discloses a material useful in the molding of polycarbonate material 
which uses dipentaerythritol hexastearate. 

It would have been obvious to a person having ordinary skill in the art at the time 
of invention to use the dipentaerythritol hexastearate of Dohi et al. within the lubricant 
component in Modified Worschech '069 as Dohi et al. discloses said composition is 
suitable for use with plastics and Modified Worschech '069 already contemplates 
lubricant components of dipentaerythritol and stearic acid. 

8. Claims 7 and 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Worschech et al. (US 3,875,069) (referred to as '069) in view of Worschech et al. 
(4,637,887) (referred to as '887) as applied to claims 1 and 6 above, in view of Dohi et 
al. (US2004/0014861A1)as applied to claim 10, in view of Haack etal. (US 5,889,102) 
as applied to claim 9 and further in view of Lindner (US 6,81 8,689) 
Regarding Claims 7 and 11-13 

Modified Worschech '069 discloses the limitations set forth above which are 
incorporated herein. Worschech also discloses the lubricant may comprise stearic acid 
as the long chained aliphatic monocarboxylic acid lubricant component. (C6 L13) 
Worschech also discloses the use of natural fats (C6 L23) and esters of tallow fatty 
alcohol (C8 L22-24). 

Modified Worschech '069 does not expressly disclose component (b) as 
comprising stearyl stearate or wherein the hydrogenated tallow is present as the natural 
fat and oil. 
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Lindner discloses a lubricant composition for use in the processing of 
polyvinylchloride comprising an ester of a monofunctional organic acid and a 
monohydric alcohol wherein the ester is stearyl stearate. (C3 L38-44) Lindner also 
discloses the use of hydrogenated triglycerides as co lubricants (C4 L42-46) such as 
hydrogenated tallow (C5 Table I L10) 

It would have been obvious to a person having ordinary skill in the art at the time 
of invention to try to use the stearyl stearate and the hydrogenated tallow of Lindner in 
the lubricant composition of Worschech '069 as both are suitable for use with 
thermoplastics and are within the types of components already contemplated by 
Worschech '069. (I.e. stearic acid esters and esters of tallow fatty alcohol). 
Regarding Claims 19: 

Rejections to claims 1 , 4 and 11- 13 are incorporated herein. 

Modified Worschech '069 discloses the limitations set forth above which are 
incorporated herein. 

Modified Worschech '069 discloses, the hydrogenated tallow as component (a) 
as set forth in rejections to claims 11-13 said rejections are expressly incorporated 
herein. 

Modified Worschech also discloses the method for processing thermoplastics 
comprising the steps of incorporating into a thermoplastic polymer a lubricant 
composition comprising: (a) at least one natural fats or oils with iodine values below 1 0 
and at least one lubricant different from the natural fat and/or oil of component (a) ('069 
C3 L1-22 mixed esters) and processing the thermoplastic polymer, preferably polar 
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plastics. (Worschech '069 C2 L30-34 wherein the composition is used in the shaping 
of thermoplastic material and C9 L25-50 wherein the materials are added to the 
thermoplastic materials and then the plastic is shaped in any known manner) and 
(Worschech '069 C2 L55-60 wherein the composition is incorporated in the 
thermoplastic material). 

Response to Arguments 

9. Applicant's arguments filed July 22, 2009 have been fully considered but they are 
not persuasive. 

1 0. Applicant argues the natural fat or oil is not disclosed by the references. The 
primary reference '069 expressly contemplates that cottonseed oil may comprise 
component of the composition meeting the limitation for a natural oil. (C8 L42-44) '069 
also indicates the natural fats and oils such as olive oil, rapeseed oil, coconut oil, palm 

011. soybean oil, cottonseed oil and linseed oil are hydrogenated (C7 L37-45) '069 
discloses cottonseed oil as a component (C8 L42-44). (Noting that in the applicant's 
specification p5 L26-P6 L10 indicates that cottonseed oil is a suitable natural fat or oil 
which may be hydrogenated to achieve the claimed iodine values). 

1 1 . Applicant appears to argue that because the natural oils disclosed in Worschech 
'887 are epoxidized for selective hydrogenation that they are no longer natural fats and 
oils. The reference '887 indicates that the epoxidized fat will undergo hydrogenation 
which will open the oxirane rings and add a hydrogen (C2 L9-15) to result in a specific 
hydrogenated product. Applicant expressly states that the fats and oils can occur 
naturally or may be obtained by hydrogenation of natural fats and oils (Spec P5 L18-25 



Application/Control Number: 1 0/590,593 Page 1 1 

Art Unit: 1797 

and dependent claimsl 1-13). The hydrogenated fats and oils of '887 are contemplated 
by the applicant's explanation/definition of fats and oils. 

12. Applicant argues the '069 reference teaches away as it discloses a compound 
with an iodine value of 50. It is important to note that the only component which 
requires an iodine number in the claims is the natural fat or oil which is taken from the 
reference '889 which meets the claim limitations for iodine number. Nonetheless, '069 
discusses the melting point is affected by the saturation of the component of the long 
chained monocarboxylic acid used and that the melting point may be varied depending 
on saturation and offers as an example of the affect of saturation on melting point a 
compound with an iodine number of 50 indicating low saturation. The reference 
teaches the melting point is a result effective variable affected by the degree of 
saturation. The reference goes on to further disclose a method of putting the lubricant 
combinations together as requiring that they both be liquid or that the both be solid. By 
disclosing the factor which affects the melting point, the best mode of putting together 
the components has been disclosed. This does not teach away from the claimed 
invention which does not require a melting point, does not state whether the compound 
is meant to be solid or liquid, etc, at what temperature the components are blended in 
the method to incorporate the composition into a thermopolymer. Since the compound 
used as the natural oil from '887 is saturated, it will have a low iodine number as 
expressly set forth therein. 

13. Applicant argues the '887 reference teaches away from the invention because it 
discloses the hydrogenated fat/oil may be used as a substitute for hardened castor oil 
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while the applicant uses it for a substitute for esters of phthalic acid (which the examiner 
notes would likely be solid at room temperature). This argument exceeds the scope of 
the claim which merely requires the presence of two components. The intended use of 
the composition does not does not confer patentability to the claim since the recitation 
of an intended use does not impart patentability to otherwise old compounds or 
compositions. In re Tuominen, 671 F.2d 1359, 213 USPQ 89 (CCPA 1982). 

Conclusion 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PAMELA WEISS whose telephone number is (571)270- 
7057. The examiner can normally be reached on Mon.-Thur. 8:00am-6:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn A. Caldarola can be reached on (571) 272-1444. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Glenn A Caldarola/ 

/pw/ Acting SPE of Art Unit 1 797 



